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Intellectual Property Rights

Preface

Intellectual Propertyrights isa growing field for specialized employment.

| wroteabout Patent Agents in 2010, and am still getting inquiries. So | decided to
revamp with more currend connecteohfo. This becameoo vast for on@Book,
difficult to upload and downloadp | have split the content in three parts.

1. This Book- about Intellectual Properfights basiconcepts.
2. How to become Patent Agent
3. How to become Trade mark / Copyright Agent

Hope this will be more relevant and helpful.

This document will explaim simple language the basiasthelntellectual
Property, its definition, types, rights, limitations, registration, benefits and the
system to follow.

For detailed info or queries please visit the sites.

| have provided tiw charts wherever | coulget from public sitesAt the end | have
given a chart for instant comparisons between rights. There is also a case analysis of
CocaCola to explain various protections.

All information and links are valid, secure andrkingas on May 2016.
You can opa Bookmarks to instantly jump to any topic.

About Intellectual Property Rights

All societies and cultures respect and uphold the right of a person to his personal
property.

Three kinds opersonalpropertiesare recognized:
1 Movable Property Cars,Furniture,Phones
1 Immovable Property _Land, Buildings, Farms
1 Intellectual Property __Literary works, inventions

We know about the first two as they are alweaigible and recognizable.
The third kind is more abstraand,difficult to recognize and define

This is also of varioukinds,used for a variety of purposes and need a
wide variety of protection processes too. The idea is to protect the
original person for at least some time so he can recoup his investment.
But this protection is valid for a limitetime, as then public can benefit
from it too at more reasonable price.
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Most of these protections are country specific, but you can apply and obtain
international protection from international bodies

Most of the processes are similbaut not identicain application.

1. Searchi This is two kinds and there are separate databases to make this
search both on National and International status.
I.  There is a list of things which cannot be granted protection to
anyone.
lI.  You have to search for any duplicate befamgew one is granted

2. Examinationi The registrar examines the application and if any questions
are raised they have to be answered.

3. Publishing- This is published for public view and anyone can object
which will be noted and has to be replied by phespective owner

4. If there are valid concerns both parties are confronted and asked to present
their case.

5. If the case is won the protection is granted for a specified time which may
or may not be renewable.

All this takes considerable time and effsat all ofthese need fee.They can also
take up to two years to finalize.

These are legal processes gnde complicated so it is advisable to use a trained
and certified agent to work for you. Many law firms also undertake $iisp

around before ¢#ing on one. A good agent should draft your application and see
you through all stages competently.

6. Once the protection is granted the owner has legal rights over his product
and can claim damages in a court if someone uses it without permission.
There are national and international judicial tribunals and cousdsttte any
dispute.

IP as a property IP protection igyiven for
A Can be sold A Capital expenditure for new
products
A Can be bought A Rand D
A Can be leased or rented A Marketing andcadvertisement
A Can be willed A profit
A Can be assigned
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1. What are Intellectual Property Rights?

http://www.wipo.int/abouip/en/

WIPO - World Intellectual Property organization is a UN body streamlining IP
related concerns under one umbrella.

Accordingtoitl nt el | ect ual Property Rights are
inventions; literary and artistic works; designs; and symbols, names agdsm
used i n commerce. o0

It can be an original painting, book, medicine or process that can be
copyrighted opatentedso if anyone wanting to use it must have
permission fronthe owner.

To end plagiarisation or piracgany treaties have come into effect and most
countries are bound to uphold such laws.

The Statute of Mmopolies (1624) and the Britisbtatuteof Anne
(1710) were the origins of patent and copyrigtgpectively, firmly
establishing the concept of inttitual property.

There is clear demarcation between purely intellectual pursuits like writing, music,
all kinds of arti paint, sculpture, photography, cinematography and other kinds of
more tangible products and they all have different lamg protectia methods.

The basic Principle is to safe guard the interest of the creator as well as the general
public.

For example, a pharma company spends considerable time, money and
resources to perfect a drug, which can benefit millions around the
world. Thecompany should be granted a patent so it can sell
exclusively at high price or transfer technology for a fee for some time,
and should be able to recoup its expenditure. But the formula goes to
general domain after a stipulated time so general publiclsan a

benefit from it as other companiesrstaaking it for lower price.

Hence many patents are granted for a limited time, though they can be renewed.

2. Nature of Intellectual Property Rights

IPR are largely territorialights, meaninghey arespecificto the countrygxcept
copyright, which is global in naturdt meandt is immediately availabléo all the
members of the Berne Convention.
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These rights are awarded by the State and are monopoly rights
meaninghat no one can use these without thesemt of the right
holder.

It is important to know that these rights have to be renewed from time to time for
keeping them in force except in case of copyright and trade secrets.

Intellectual Property Rightsare forfixed terms, except trademark agdographical
indications Thesetwo have indefinite lifgorovidedtheyare renewed after a
stipulated time by paying official fees.

Trade secrets also have an infinite I
IPR can be assigned, giftezbld and licered like any other property

Unlike other moveable and immoveable propertiesse rights can be
simultaneously held in many countries at the same time.

There is an exhaustive list of items which cannot be patented or owned by anyone.

These lists @ available at both national and international levels and can be searched
for a fee. This search is a must to avoid duplication.

3. Catagories

The Intellectual Property Rights are classified into eight categories with different
laws and life of protection.

Copyright

Patent

Industrial Design

Trade Marks

Geographical Indication
Designs of Integrated Circuits
Trade Secrets

Plant Breeder

REL DU 5, CO S

Here isbrief informationabout eachand later detailed one.
But this is just a preliminary study and does NOT cover alafipectsAnyone
wishing for further details should use the links.

Copyright

Copyright is a legalight that creators have over their literary and artistic works.

Works covered by copyriglate books music, paintinggphotographssculpture and
films, computer programs, databases, advertisements, maps and technical drawings.
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Copyright is not granted for unexpressed thoughts and ideas.
Patents

A patent is an exclusive right granted for aneintron.

It provides the patent owner the right to decide howwhether the invention can

be used by others. In exchange for this right, the patent owner makes technical
information about the invention publicly available in the published patent dotume

Trademarks

A trademarkor Logo identifieghe goods or services of enterpsda fact in
ancient times tograftsmen used to put their signature or "mark" on their products.

Industrial designs

An industrial desigms the ornamental or aesthetic adpafcan article. A design may
consist of threeglimensional features, such as the shape or surface of an article, or of
two-dimensional features, such as patterns, lines or color.

Geographical indication$s1)

Geographical indications are signs used on gtimatshave a specific geographical
origin andhave qualitiesreputation or characteristibglongingto that place.
Mostly a Gl includes the name of the place of origin of the goods.

Plant breeders Rights (PBR)

Plant Breeders Rights inclugew varieties all plant species (except algae and
bacteria)

4. Why Protect Intellectual Property

Protecion is doneo compensatthe originatorffor investmenin time, money or
other resourcewhich areused to create new contribution to technolagpmmerce
and entertainment.
This officially encourageCreators to disclose their creations to the
public in order to promote the progress of science and arts

It fosters economic growtRrovidesncentives for technological innovation, and
attracts invetmentto create new jobs and opportunities.
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Copyright ©

Broadlyspeaking, commonlgopyrightdworksinclude:

Literary works such as novels, poems, plays, reference works,
newspaper articles;

Computer programs, databases;

Films, musical compositions, and choreography;

Artistic works such as paintings, drawings, photographs, and
sculpture;

Architecture;

Advertisements, maps, and technical drawings.

== =) &) = =

Copyright protection extends only éxpressionsand not to ideas, proceduresd
methodsof operation or mathematical concepts as such.

Copyright may or may not be available for a number of objects such as titles,
slogans, or logos, depending on whether they contain sufficient authorship.

1. Rights
There are two types of rights under copyright:

1. Moral rights , which protect the neeconomic interests of the author.

1 Right of Authorship
1 Right of Integrity
9 Digital Manipulation

2. Economic rights, which allow the owner tgainfinancial reward from té use of
his works by others

1 Right of Reproduction
o Making copies e.g. an edition of a novel
i Storage in computer memory
o Right of Distribution/Issuing Copies
o Digital Distribution
1 Right of Communication to the Public
o Public Performance
0 Internet Communicatio
1 Adaptation Rights
o Conversion into another form e.g. literary to drama
o Picturizations, comic formats
o Right to make a cinematograph film or sound
recording
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o Translation Rights
o0 Rental Rights
0 Resale Rights for original artistic works.

2. Deciding Ownership

Usuallythe ownership belongs to the person who creates the piece, except when it is
done for someone for some payment.

So the magazine has the copyright for the work of the Photographer or
the writer. Or the producer has the copyright of the cinematogra r 0 s
work for a film.

Copyright protects the expression of ideas (e.g. words and illustrations). Ideas alone
are not protected.

So a written poem or story is copyrighted, but just the idea of it is not.

3. Copyright and registered designs

When anartistic, not literarywork, such as a drawing or a sculpture, is industrially
produced (i.e. more than 50 copies of the products are produced), the copyright
protection will no longer cover that artistic work.

It may be protected as a registered desigreutite Registered Designs
Act (Cap. 266), if the registration criteria are met.

For more information on registered design and its registration criteria, please
seeReqistered Designs

4. Definition and Rights of a copyright owner

Article Owner Exclusive right to Duration
Author A reproduce the A Life +70
work; years

>

publish the work;

A perform the work
in public;

A communicate the
work to the
public; and

Makean adaptation of
the work.

Literary, dramatic
and mwical works
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Article

Owner

Exclusive right to

Duration

Artistic works

Artist

A reproduce the
work;
A publish the work;
and
communicatéhe work
to the public.

A Life +70
years

Published editions
of literary,
dramatic, musical
or artistic works

Artist/ Publisher

Makea reproduction of
the edition.

Life + 70 years

Sound recordings

Producer/ Sounc
Recordist

A make a copy of
the sound
recording;

rent out the soun
recording;
publish the sound
recording if it is
unpublished; and
make available to the
public a sound
recording by means or
as part of a digital audic
transmission.

A 60 years

Films

Producer

A make a copy of
the film;

A cause theilim to
be seen in public;
and

communicate th&lm to

A 60 years

Television and
radio broadcasts

Producer/
Broadcaster

the public.
A make a recording
of the broadcast;
rebroadcast;
communicate the
broadcast to the
public; and
cause the broadcast to
be seen oneard by a
paying audience.

A 50years

Cable programme:

Producer/

A make a recording
of the cable
programme;
communicate the
cable programme

to the public; and

A S0years
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Article Owner Exclusive right to Duration

cause the cable
programme to be seen
or heard by a paying
audience.

Performe A allow the A 50 years
performance to by
seen and heard, (¢
seen or heard, liv
in public;

A make a direct or
indirect sound
recording of his
live performance;

Performances

5. Reaqistering

Usually, and according to thieerne Conventioncopyright protection is obtained
automatically wihout the need for registration. As soon as you finish a work, it is
copyrighted to you.

Still there isa system to allow for the voluntary registration of works.
This can help solvéegaldisputes over ownership or creatite)p
financial transactions, sales, and the assignment and/or transfer of
rights.

WIPO does not offer a copyright registration systema searchable
copyright databasé&ind out more about copyright registration and
documentation systems

Read thdull list of copyright FAQS.

In India he applications for registration of works can be filled at the counter
send by post. Now on line-#ling is also available all the time.

6. Steps For getting Copyright

Filing 7 It can be done personally, by post or electronically along with the
prescribed fee. There is 30 daybdés wai-t
days are needed.

Examination i If there is no objection it is examined and any extra materiaetee
Is asked for.

Reqistration - If there are no objections registration is done.
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7. Legal points

There are no special courts for copyright cases. The regular courts try these cases.
There is a Copyright Bard to adjudicate certain cases.

A copyright avner can take legal action against any person who
infringes the copyright. The owner is entitled to remedies by way of
injunctions, damages and accounts.

The District Court concerned has the jurisdiction in civil suits regarding copyright
infringement.

Anyonewho knowingly infringes the copyright in any work commits criminal
offence under Section 63 of the Copyright Act

The minimum punishment for infringement of copyright is imprisonment for six
months with the minimum fine of Rs. 50,0Q0#or second ad subsequent
conviction the minimum punishment is imprisonment for one year and fine of Rs.
one lakh.

8. Links

For more information please visit
Registrar of Copyrights

4th Floor Jeevan Deep Building ,
New Delht 110 001.

http://copyright.gov.in/

ForEfilling you can fill the formyourself online here:

http://copyright.gov.in/UserRegistration/frmLoginPagexasp

Thefee for copyright differs from article to article and varies from Rsi280000.
For full detail please sddtp://copyright.gov.in/frmFeeDetailsShow.aspx

Usually an agent is not required to register your work, but now many law companies
have special divisions and trained people to help. Some courses are also avajjable as
part of Patent and Trade mark Agents.
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9. The following flow chart from the site explai

ns all the steps.

http://copyright.gov.in/frmWorkFlow.aspx

Copyright Registration Workflow

Filing of Application along

with fee [DDAPO]

Y

Issue of Diary No.

!

for objections

30 days mandatary waiting

Objection Filed

Mo abjection

$

W

Serutinization
by Examiner

Application accepted
{Objections rejected)

Objection filed

Sending Letter

1

Discrepancy letter
Discreparicy | issued to applicant

Found +

Discrepancy

(Y/N)? Reply from
applicant
Mo Discrepancy Found Hearing by Registrar
due to rejection
L J
Registration
Yes Approved [Y/N}?
l Dy. Registrar,
Registration Approved

v

Sending Extrocts from
Register to the Applicant

to both porties

Application /
accepted Reply from both
parties

Y
Hearing by
Registrar

Application
Accepted (Y/N)?

Application
rejeciad
y
Application rejected

v

Sending Rejection
letter to the Applicant

End of Flow

Patent
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A patent is an exclusive right granted for an invention, whambea prodict or a
process that providesnew way of doing something, or offers a new technical
solution to a problem.

To get a patent, technical information about the invention must be disclosed to the
public in a patent application.

Patenfprotection means that the invention cannot be comiaiéy
made, used, distributed, imported or sold by others without the patent
owner's consent.

In general, the exclusive rights are only applicable in the country or region in which
a patent has been filed and granted

The protection is granted forianited period, generally 20 years from the filing date
of the application.

1. Grant of Patent

9 Patents are granted by national patent offices after publication
and substantial examination of the applications

1 In India provisions exist for prgrant and post gnt opposition
by others

91 They are valid within the territorial limits of the country

9 Foreigners can also apply for patents

2. The benefits of reqistering a patent

Once you register a patent, apart from using the patent to prevent others from
exploiting yourinvention, you can employ it to raise funds for your business, license
it to third parties for commercial returns or sell the patented invention.

3. Conditions of Patentability

1. Newi The invention should not be publicly known in any way, anywhereein th
world

1 Owners of inventions should keep the invention secret until a
patent application has been successfully made.

1 Once a Date of Filing has been obtained for the patent
application, the invention can claim a "Patent Pending" status
and the applicant can proceed to disclose the invention as
indicated in the patent application to interested parties.

1 The patent applicetn will be published after 18 months if the
statutory requirements are met. Once published, details of the
invention will be made available for public inspection.
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2. Inventive stepi The invention must be something that represents an
Improvement over angxisting product or process that is already available.

The improvement must not be obvious to someone with technical skills
or knowl edge i n the Ilianmenidnisoewds p
yet obvious to a person skilled in the art, the inventuould not fulfil

the inventive step requirement.

Industrial application T The invention must be useful and have some form of
practical application. It should be capable of being made or used in some form of
industry.

4. Types of Patent Applications

Thepatent system in India is governed by the Patents Act, 1970 as amended by the
Patents (Amendment) Rules 2006 effective fror062006.

Following aredifferent types of application which can be filed before Indian Patent
Office.

Provisional Application

Non Provisional Application/Complete Application
Conventional Application

PCT- International Application

PCT-National Application

Application for Patent of Addition

Divisional Application

SRR R U

1. ProvisionalApplication

It is atentative preliminary application which is filed to claim priority. This
application is filed when an invention requires additional time to improve upon.

Such a applicatiomeedsa complete specification filed within 12 months from the
date of filing ofapplicdion else it will be abandoned.

This application should briefly explain the invention and must be drafted very
carefully to ensure that the priority rights are secured for your invention.

2. Ordinary Application

It is accompanied by a complete speciimawhich is a techntéegal document.
Complete specification shouldescribethe invention irdepth

Disclosethe best known method of carrying it out
Endwith one or more claims which define the scope of the invention.
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Complete specification can liiked in 2 ways

1. Direct filing- Complete specification is filed directly with the Indian
Patent office without any provisional specification

2. Subsequent filingComplete specification is filed subsequent to
provisionalfiling.

Complete specificatioshould essentially contain the following:

1. Title

2. Preamble to the invention

3. Technical field of the invention

4. Background of the invention

5. Objects of the invention

6. Statement of the invention

7. Brief description of the drawings
8. Detailed description of the invean
9. Claims

10 Abstract

3. Convention Application

This isanapplicationfiled by anapplicantto claim priority dateasa similar
applicationis filed in one of the convention country. The applicastwould be filed
in an Indian Patent Office within twelreonths from the date of first filing in the
convention country

4. PCT International Application

Herethe applicant gains an international filing date in all the designated countries to
the national offices without affecting the priority date. This isbist and most
comprehensive method for applicants seeking protection for the inventions in many
countries.

The Indian Patent Office is a receiving office for international applications too.

5. PCT National Phase Application

An international application, asentioned above, can enter the national phase
within 31 months from the international filing date. Called the PCT National Phase
Application, this application filed before the Controller in the Indian Patent Office
claims the priority and internationalifig date.

6. Application for Patent of Addition

Application for Patent of Additiohappensvhen an applicant feels that his/her
invention is a modification on the invention for which he/she has already applied
for/has patent in India.
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There is no neetb pay separate renewal fee for the patent of addition during the
term of the main patent and expires along with the main patent unless it is made
independent.

7. Divisional Application

In certain casesyhenthe applicant claims more than one inventiommay divide
the application and file two or more applications as applicable for each of his/her
invention.

The priority date for all the divisional application would be same as the anedla
by the parent application.

5. DOCUMENTS REQUIRED FOR FILING ARPLICATION

http://madaan.com/patents.html

1. Application form in triplicate.

2. Provisional or complete specification in triplicate. If the provisional
specification is filed it must be followed by complsfecification

within 12 months (15 months with extension).

Drawing in triplicate (if necessary).

Abstract of the invention (in triplicate).

Information and undertaking listing the number, filing date and current
status of each foreign patent applicationluplicate.

Priority document (if priority date is claimed).

. Declaration of inventorship where provisional specification is followed
by complete specification or in case of convention application.

Power of attorney (if filed through Patent Agent).

. Fee in ash/by local cheque/by demand dratft.

3 oy XU

-

© o

6. Process of Patent Reaqistration

Step 1: Write down the invention (idea or concept) with as much details as
possible

Area of invention

Description of the invention what it does

How does it work

Advantages of the invemin

If you have a dated lab record it helps immensely.

> > > > >
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Step 2:include drawings, diagrams or sketches explaining working of invention

Step 3: check whether the invention is patentable

http://ipindia.nic.in/IPActs Rules/updated Version/sections/ps3.html

Step 4: Patentability search

Find outif your invention meets all ¢dria as per Indian patent act.
A Novelty
A Non-obviousness
A Industrial application

Step 4: Decide whether to go ahead with patent

Step 5: Draft (write) patent application

If you arenot yet at the final stage of your inventjgrouhave an option tayo for
provisional specification. helpsto:

A Secures filing date
A Getl12 months of time to file complete specification
A Is Low cost

Step 6: Publication of the application

After filing the complete specification along with application for
patent, the application is published aftemi@nths.

You can pay a fee and make a request for early public&emerally

the patent application is published within a mootthequestor early
publication.

Step 7: Request for examination

The patent application is examined only after receiving request for
examination.After receiving this request the controller gives your patent

application to a patent examiner who examinees the patent application with different
patentability criteria like:

Patentable subject matter
Novelty

Non-obviousness
Inventive step

Industrial application
Enabling

> > > > > >
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The examiner creates a first examination report of the patent appliaéiton
reviewing it for above terms.

This is calledoatent prosecution.Everything happening to patent
application before grant of patent is genlgraalled as patent
prosecution.

Thefirst examination reporubmitted to controller by examineray contairprior
existing documents which are similar to the claimed invention, and same is reported
to patent applicant.

Step 8: respond to objections

Majority of patent applicants receive some type of objections based on examination
report.

Analyseit with patentagent anaraftaresponse to the objections
raised.This response should prove that the invention is indeed new and
should be patented.

Step9: clearing all objections

This communicatioshouldensure that all objections raised in the patent application
are resolvedorthe patent will not be granted.

If the patent applicatiofound inorderpatent will be granted speedily.

Step 10: Grant opatent

The applications placed in order for grant oncenteetsall patentability
requirements. The grant of patent is notified in the patent journal which is published
time to time.

From 20" July, 2007 the Indian Patent Office has put in place #neofiling
system for patent applicatiomore information for filing online application is
available on the website of Patent Office wevw.ipindia.nic.in This facility is also
available for filing trademarkapplication.

Please go through the FAQ page of the siteclarifications:
http://www.ipindia.nic.in/ipr/patent/FAQ Patent.htm

Patent flow chart

http://www.ipophil.gov.ph/services/patents/patapplicationflow-chart
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PATENT APPLICATION FLOW CHART

Application
2
Formality Examination y
L2 =
Search

¥ - A

Publication of Unexamined
Application in the IPO Gazette

Request for Substantive Examination
(within & months from the
date of publication)

*.
Substantive Examination

A£p|icant is notified of
easons for Refusal

q B

Opinion andfor Amendment

¥

{ Decision to Grant A Patent |4 Final Refusal by Examiner

Publication of Patent in the
IPO Gazette

} Release of Patent Certificate

Appeal to Director of Patents

Final Refusal by Director

Appeal to Director General

Final Refusal

Court of Appeals

Refusal

Appeal to Supreme Court

PCTcThe International Patent System

The Patent Cooperation Treaty (PCT) assists applicants in seeking patent protection
internationally for their inventions, helps patent Offices with their patent granting
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decisions, and facilitates public access to a wealth of technical information relating
to those inventions.

By filing one international patent application under the PCT, applicants

can simultaneously seek protection for an inventiob4i@
countriesthroughout the wad.

This is a flow chart for PCT

I,
S~

g

v International\, Carry out search, prepare

Inventions Authorities \ written opinion and
(ISA, SISA and IPEA) '\ transmit reports to
are the object of
transmit = -

B applications to = publishes on —
= . ) - ———> PATENTSCOPE , fb t —

' filed with —a WIPO communicates to N
International Receiving Offices International grant ?
applications (national or regional Bureal Designated Offices  Patents

patent Offices or (national andor regional
the International Bureau) patent Offices)
Monihs from International National
priority date:
‘ phase ., bhase
0 12 16 18 19 22 28 30
| f | | | I
Application International Transmittal ~ Publication ~ Applicant  Applicant files ~ Transmittal PCT national
filed with application of ISR& of international requests ademandfor of IPRPII phase entry
patent Office filed with PCT written application supplementary  international or (where the applicant
(priority date) receiving Office opinion ISR and writteninternational  preliminary SISR seeks protection)
opinion search examination  (optional)
(optional) (optional)

http://www.wipo.int/pct/en/fags/fags.html

The PCT makes it possible to seek patent protection for an invention simultaneously
in a large number of countriesy f i | i ng a single fAintern
instead of filing separate national or regional patent applications.

The granting of patents remains under the control of the national or regional patent
O f.i-ce s rimn: wh-at biixsasc a'l-| - eld 258 e .~ fi n_alt 41505 n: a
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The PCT procedure includes:

Filing: you file an international application with a national or regional patent Office
or WIPO, complying with the PCT formality requirements, in one language, and
you pay one set of fees.

International Search: an fnonalerSeaatrichi ng Aut hority

worl dés major patent Offices) identifi
technical |l iterature (fiprior arto) whi
invention is patentable, and establishes a written apinimn your i nvent

potential patentability.

International Publication: as soon as possible after 18 months from the earliest
filing date, the content of your international application is disclosed to the world.

National Phase after the end of the PQdrocedure, usually at 30 months from the
earliest filing date of your initial application, from which you claim priority, you
start to pursue the grant of your patents directly before the national (or regional)
patent Offices of the countries in which ywant to obtain them.

The PCT is used by the worldds major c
universities when they seek international patent protection. It is also used by small
and medium sized enterprises (SMEs) and individual inventors.

The Regional offices are :

| Office Address  Officer

Intellectual Property

Office

Boudhik Sampada BhaweDr. Rakesh Kumar

Antop Hill, Deputy Controller of Patents & Designs
S. M. Road, Mumbai 400Phone: 0224153651, Fax022-24130387
037. E-mail: mumbaipatent@nic.in

Phone: 24101144,

24148165

Intellectual Property

Office

Intellectual Property Offic|Dr. K. S. Kardam

Building, JointController of Patents & Designs
Plot No. 32, Sector 14, |Phone: 01128034317, Fax:0128034315
Dwarka, E-mail: delhi-patent@nic.in

New Delhi110075

Phone:011-2803430405

Intellectual Property Offic/Shri. G.P. Roy

Intellectual Property Offic\Deputy Controller of Paten& Designs
Building, Phone: 04422502080, Fax044-2502066
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| Office Address  Officer

G T, Road1 Guindy, E-mail: chennai-patent@nic.in
Chennai600032

Phone: 044-2250208184
Intellectual Property Offic/Shri D. K. Rahut

Intellectual Property Offic\Joinit Controller of Patents & Designs

Building, Phone03323671987, Fax: 0323671988
CP-2 Sector V, Salt Lake [E-mail: kolkata-patent@nic.in

City,

Kolkata700091

Phone: 03323679101

Conclusion

Unlike copyrights, applyindor Patents is a highly skilled job both for legal and
practical reasong.hat is why Patent Agents or attorneys are needed.

The draft has to be written in a certain way, and the person writing it has to have
some knowledge alit the subject. For example, an Engineer will not do justice to a
medicalinvention.

Also the agent has to know about all the national and internationahtahsylaws
There are comprehensive databases of all patents granted and the agent should be
alble to search and advise.

This is a highly rewarding career and there is need for all kihgeaduatesand
postgraduate®part from Patent Agent, you can also become Patent Examiner.
There are courses and examinations for both.

7. Links

Controller General of Patents
http://www.ipindia.nic.in/ipr/patent/patents.htm

Controller General of Patents Designs and Trademarks
http://www.ipindia.nic.in/
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Trademark Tv®|

1. What is a trademark?

Atrade marlorlogoi s a sign that you can use to
or services from those of other traders.

A registered tradmark protecs your brand by restricting other people
Sono one else can use it.

Once acquired, a trade mark can last indefinitely as long as you renew it every 10

years. Because a registered trade mark is a form of IP, you can license or assign it to
others.

2. How can | protect my trademark?

At the national/regional level, trademark protection can be obtained through
registration, by filing an application for registration with the national/regional
trademark office and paying the required fees.

At the international keel, you have two options:
1. you can file a trademark application with the trademark office of

each country in which you are seeking protection, or
2.Youc an us eMadld BySténs.

3. What rights does trade mark registration provide?

Theregisteredrademark can be exclusively used by its owner, or licensed to
another partyor payment

The term of trademark registration is usually ten years. It can be renewed
indefinitely on payment of additional fees.

Trademark rights are private rights and protection is enforced through court orders.
4. What kinds of trademark can be reqgistered?

Kinds of Trademarks

Marks on goods
Service Marks
Certification trademark
Collective Marks

Well known marks
Trade Names

PRy il
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Markson Goods

Used Aono t he atgpdemarinayappeamnst ortlylorathe goods
themselves but on the container or wrapper in which the goods are when they are
sold.

Used Ain connection witho the mar

The appearance tie sign in advertisements (newspaper, television,
etc.)

In the shop windows of the shops in which the goods are sold

ServiceMark SM

A service mark is a word, phrase, symbol or logo that is used to brand, identify, and
distinguish aservice

This isin contrast to drademark which is a word, phrase, symbol or
logo that is used to brand, identify, and distinguigbr@duct.

Thesencludebanking, education, finance, insuranasg| estate, entertainment,
repairs, transport, conveying news and information, adverting

Certification marks

Theseare given for compliance with defined standards, but are not confined to any
membership.

They may be used by anyone who cartifgethat the products involved meet

certain established standards. Famous certification marks include WOOLMARK
which certifies that the goods on which it is used are made of 100% wool.
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Certification marks may be used together with the individaalemark of the

producer of a given good. The label used as a certification mark will be evidence
that the company's products meet the specific standards required for the use of the
certification mark.

A collective trademark collective trade mark,

A collective markis atrademarkowned by an organization (such as an
association), used by its members to identify themselves with a level of quality or
accuracy, geographical origin, or other characteristics set by the organization.

A collectivetrademarkcanbe used by a variety gieople rather than just one
individual concern, provided that tisencern or individuabelongs to the

association.

Collective trademarks differ frorertification marks.

Who owns collective Mark? Association of persons !

It could be manufacturers, producers, suppliers, traders or other profession bodies
like institute of chartered accountants, test cricketers association etc.

For example all teams of IPL can use the IPL logo along with their own.

o ﬂ
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Trade Mark can benade of-

Sign,words, letters, numbers,

Drawings pictures, emblem,

Colorsor combination of colours,

Shapeof goods,

Graphicrepresentation or packaging or

Any combination of the abovas applied to an article or a product.
Only whena trademark or service mark is registered withcthrapetent office the
owner of the trademark may the registration symbol, ®.

For umegisterednarks sy mbol f or a tandiodaeserdce ikarkwvo u |
would beb.

State Emblems, Official Hetharks, Emblems of Intergovernmental Organizations
cannotbe used as TM.

WELL KNOWN MARKS
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Trade Names

A trade nameis the official name under which a company does business. It is also
known as a fidoing business amedO name, a

A trade name does not afford any brand name protection or provide
you with unlimited rights for the use of that name. However, registering
a trade name is an important step for some businesses

Naming your business is an important branding exerifigeu choose to name
yourbusinessas fAtr adet hamegpouodl | need to reg
aut-hority as a~fdoing business aso (DB

You need a DBA in the following scenarios:
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1 Sole Proprietors or Partnershipsi If you wish to start business
under any name other than your
name so you can do business under the DBA name.

1 Existing Corporations or LLCs T If your business is already
incorporated and you want to do business under a different yame,
will need to register a DBA.

Many sole proprietors maintain a DBA or trade name to give their business a
professional image, yet still use their own name on tax forms and invoices.

The Five Cateqories of Trademarks: Legal and Marketing Corsidas

Courts divide trademarks into five different categories, ranked by degree of inherent

distinctiveness.

Marks are categorized as:

Fanciful
Arbitrary
Suggestive,
Descriptive,
Generic,

CITTERECRIN,

Fanciful Trademark: A fanciful trademark is madep, inventedor the sole
purpose of functioning as a trademark.

This is also called a neologism when it describes a single word. Kodaieaoxi
are famous examples of fanciful trademarks.

Xerox @) M

»

Arbitrary Trademark : An arbitrary trademark has a common meaning, but the
meaning is unrelated to the goods or services offered for sale under the mark.
Apple (computers) is a good example of this type of trademark.
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Suggestive Trademark A suggestive trademark is so named because it suggests a
guality or characteristic of goods and services.

However, a suggestive trademark requires a subtle leap in thought for the consumer
to reach a conclusion as to the exact nature of the goodsartt{financial

services), Greyhound (bus lines), Jaguar (automobile), and Playboy (magazine) are
examples of welknown suggestive trademarks.

— W o
=
_zi;//f;f-w_:ﬁ_fi//féggﬂzj/

Descriptive Trademark: A descriptive trademark
merely describes some portion of the goods or serv &= _
to besold under the mark. Courts often use the -
gui del.ines that. a 1Trade
an immediate idea of the ingredients, qualities or
characteristics of the
An example might b&altyused in connection with
saltine crackers or ahovies

Generic Trademark: A generic trademarkannotbe
protected as a trademark because it describes a category
product or service. This is a matter of public policy; the
federal government has determined that free use of such
categorical tradmarks benefits consumers.
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Government agency marks

IPOS has a separate database for all logos or devices that are used by government
agencies. These may not be registered
services. However, if you are lookihg register a logo that might be similar to one
being used by a government agency, you will need to seek permission from that
particular organisation before you utilise it.

5. Reaistration of Trade Mark

A Trade Marks are registered by national trade megistries and are valid in
that country
A Registration is made after examination and publication
Period of registration is for 10 years but can be renewed indefinitely
You can check whether the mark you wish to register is similar or identical to an
earliermark viaeFiling.

Reqistration Procedure

A Application for search.

A Application for registration.

A Examination of trade mark.

A Advertisement of trade mark.
A Filing of opposition.

A Certificate issued/hearing set.

A
6. How to Reaqister Trademark For Your Brand in India

1: Decide abrand name

Beforefinalizing on one name, do a quick search to make sure that no one else is
already using the name.

2: Making the trademark appdiation

With your finalized name, fill in the trademark application Eermt TM 1. The
application costs INR 3500 and is a one time fee.
Along with the application, yowill need to submit supporting documents:

1. A Business registration conceidependingon what type of a
registered business you have, say sole proprietorship, etc. you will
need to submit aidentity proofof the directors of the compaiayd
an address pof.

2. An image of your brand logo in a standard siz8é »6 cms
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3. If applicable, proof of claim of the proposed mark being used before
in another country.
2k

3: Filling the brand name reqistration application

There are 2 ways to file the registratiomanualfiling or e-filling .

In case oimanual filing, you need to personally submit the application for
registration to any one of the offices of the Registrar of Trade Marks located in
Mumbai, Delhi, Kolkata, Chennai and Ahmedabad.

After which you receive the acknowledgement ofdbelication and the receipt,
usually within 1520 days of the filing.

But in e-filing system, the acknowledgement of the application is issued
immediately.

And after you receive the acknowledgement, you can start using the
(TM) symbol next to the brangame!

4: Examining the brand name reqistration application

After receiving the application, the Registrar checks whether the brand name
complies with the law and does not conflict or dispute with other existing registered
or pending brands.

5: Publicaton in the Indian Trade Mark Journals

After examination, the logo or brand name is published in the Indian Trade Mark
Journal.

If no one raises an opposition within 3 months i.e. 90 days or in some cases 120
days, from the date of publication, the branthagroceeds to acceptance.

6: Issuance of the trademark reqistration certificate

If no one raises any opposition, within the stipulated 90 days period, the Registrar
accepts the trademark application! And issues a Certificate of Registration under the
sed of Trademark Registry.

You arenow allowed to use the registered trademark sJrt®) next to your brand
name.

The whole process of registration of a brand name usually takes

anything between 138 months. The trademark once accepted, is valid
for a perod of 10 years from the date of issuance of the Certificate of
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Registration. After the end of 10 years, the trademark will need to be
renewed.

A certified Trademark Agent can help you. This is one of the careers in Intellectual
Property Rights arena. Many legal concerns also employ Patent and Trademark
agents and have courses and examinations for same.

Why you need a trademark

1. Registration of the mark creates a presumption of your ownership of the

mark. In case someone else violates your trademark, it is much easier to

proceed against them if you own a registered trademark.
If you are an online business, your trademark would usually includedgooain
name. In fact, getting a trade mark for your domain name is the only effective way
of protecting against people who use names sounding similar to yours to get some of
your traffici the Internet Corporation for Assigned Names and Numbers (ICANN)
dispute resolution process is pretty much out of the reach of the average Indian
entrepreneur.

2. Registration in India will be needed before registering yademark in
other countries.

3. You can only use the ® symbol if you have a registered trademark -
your trademark ispplied for bunot yet registered, ou can put E S
next to it

4. Yourtrademark and your goodwill is an important part of the value of your
business.

How Does the Process Work?

The trademark registration process requiresyeapplicant to specify the categories
under which he would like to register his trademark.
There are 45 categories/classes in all:

Classes 134 deal with goods, while Classes8b deal with services.

Say you manufacturshoesunder the brandatish your product
would be registered under Classi2zb C| ot hi ng, f oot we a

This means that you would only be protected against another
person/company making any clothing, footwear or headgear under the
same brandatishor a name which imisleadngly similar to that.
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It does not mean that someone else cannot use the brand\atashe
for products in other categoriesy. Aatish gyarettes

Soit is important to choosgour categoriesand check if your business can fall
under multiple categorse The more categories yoaver, the better protected you
would be

Word and logo trademarks have to filed separately. Therefore, you
woul d have to fil e Aaishd rwardcerar @l d ©
and separately for any graphic representation (pma) of Aatish

under Class 25.

There are many small but important legal points, so it is better to cansadfent.

International Classification of goods

The Nice Agreement establishes a classification of goods and services
for the purposes akgistering trademarks and service marksNtbe
Classification.

The trademark offices of Contracting States must indicate, in official documents and
publications inconnection with each registration, the numbers of the classes of the
Classification to which the goods or services for which the mark is registered
belong.

7. Links

WIPO
http://www.wipo.int/treaties/en/classification/nice/

Office of the Registrar of Trademarks

http://www.ipindia.nic.in/tmr new/default.htm
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8. Flow Chart of Trademark Registration Process

http://www.iprconsindia.com/trademasdervicesindia/trademarkeqgistration

process/

TRADE MARK SEARCH

FILING OF TRADE

MARK APPLICATION

ACKNOWLEDGEMENT
OF APPLICATION

ISSUANCE OF
EXAMINATION
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CHANGES ETC.
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1. What is Industrial Design

Designmeans only the features of shape, configuration, pattern, ornament or
composition of lines or colours applied to any article whether in two dimensional or
three dimensional or in both forms.

This can be donky any industrial process or means, whether manual,
mechanical or chemical, separate or combined, which in the finished
article appeal to and are judged solely by the eye.

What kind of protection does an industrial design right offer?

The owner of a registered industrial design or désign patentas the right to
prevent third parties from making, selling or importing articles bearing or
embodying a design which is a copy, or substantially a copy, of the protected
design, when suclces are undertaken for commercial purposes.

What kind of products can benefit from industrial design protection?

Industrial designs are applied to a wide variety of products of industry and
handicraft items: from packages and containers to furnishinh@mkhold goods,
from lighting equipment to jewelry, and from electronic devices to textiles.

Industrial designs may also be relevant to graphic symbols, graphical
user interfaces (GUI), and logos.

How are industrial designs protected?

In most countriegsan industrial design needs to be registered in order to be protected
under i1 ndustrial “design |l'aw as a fAreg.i
designs are protected under patent | aw

Depending on the particular nationalvland the kind of design,
industrial designs may also be protected as works of art under
copyright law.
Industrial design rights are granted for a limited period. The duration of the
protection of industrial designs varies from country to country, buhdLats at
least to 10 years. In many countries, the total duration of protection is divided into
successive renewable periods.

What is the difference between an industrial design right and a patent?

An industrial design right protects only the appearamaesthetic features of a
product, whereas a patent protects an invention that offers a new technical solution
to a problem.
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In principle, an industrial design right does not protect the technical or
functional features of a product. Such features cdwddever,
potentially be protected by a patent.

2. Applying for industrial design protection

What are the conditions to obtain industrial design protection?

Depending on the applicable laws, independently created industrial designs must
fulfil some or allof the following criteria: novelty/originality.

In general, an industrial design is considered to be new or novel if it

has not previously been disclosed to the public and if it significantly
differs from known designs or combinations of known desigtufes.

Who grants industrial design reqgistrations or design patents?

Industrial design registrations or design patents are granted by the IP office of the
country (or region) where an application is filed.

In India he Design Wing of the Pate@ffice may be approached fonfiing out
whether a design has been previously registered or not on prescribed form.

An Application for registration of design may be prepared either by the
applicant or with the professional help of attorneys. A list of patent
attorneys is available in the Register of Patent agents maintained by the
Paent office.

How much does it cost to obtain industrial design protection?

As the costs for filing for protection vary from country to country, it is best to
contact your nationgregional) IP office for details on the fee structure. If
protection abroad is sought, in addition to the ordinary filing fees, you should take
into account the translation costs and the costs of using a local agent.

View alist of national/regional IP offices

Is the industrial design protection granted in one country valid in every country?

Industrial design rights are territorial. This means that these rights are limited to the
country (or regon) where protection is granted.
At presenf2016)n o fAwor |l do or Ainternational 0 I
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What is a Reqister of Designs?

The Register of Designs is a document maintained by The Patent Office, Kolkata as
a statutory requirement.

It contains the design number, class number, date of filing (in this
country) and reciprocity date (if any), name and address of Proprietor
and such other matters as would affect the validity of proprietorship of
the design and it is open for public inspecton payment of

prescribed fee & extract from register may also be obtained on request
with the prescribed fee.

What is the effect of reqistration of design?

The registration of a desigh confers. u
designf or t he period of registration. 0CoO
a design to the article belonging to the class in which it is registered.

3. THE REQUIREMENTS FOR FILING THE DESIGN
APPLICATION IN INDIA

1. Full name, address and nationality of aqgoit / applicants.

2. Photographs / drawings of article showing different poses from all
angles, five copies of each pose.

3. List of countries to claim the priority, if any, where the application /
applications for design has / have been filed, along withatate
application number.

4. POWER OF ATTORNEY

PROCEDURE FOR THE GRANT OF DESIGN

1. The application is examined by the Design Office and
objections, if any, are raised thereto.

2. The certificate is issued by the Design Office after the
objections, if any, are renaed to the satisfaction of the
department.

RENEWA&GNd TERM OF DESIGN

The design is renewed aften yeargrom the date of application.
Full term isl5 YEARS
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Some examples of Industrial designs

Consumer products

Pharmaceutical Products
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4. APPLICATION PROCESS FLOW CHART (DESIGN)
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